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REMARKS 

Claims 1 through 15 and 17 through 21 are now pending in the application. In response to 
the Office Action of September 17, 2004, claim 16 has been cancelled, new claims 22 and 23 have 
been added, and claims 1, 3 through 15 and 17 through 21 have been amended. Care has been taken 
to avoid the introduction of new matter. A petition for three month extension of the period for 
response, with appropriate fee authorization, is enclosed. Favorable reconsideration of the 
application is respectfully solicited. 

Claims 1 through 4, 6 through 10, 12 through 18, 20 and 21 have been rejected under 35 U. 
S. C. § 102(b) as being anticipated by U.S. patent 5,491,622 (Carosa). It is well settled that 
anticipation, under 35 U.S.C. § 102, requires that each element of a claim in issue be found, either 
expressly described or under principles of inherency, in a single prior art reference. Kalman v. 
Kimberly-Clark Corp., 713 F.2d 760, 218 USPQ 781 (Fed. Cir. 1983); Richardson v. Suzuki Motor 
Co., 868 F.2d 1226, 9 USPQ2d 1920 (Fed. Cir. 1989) cert denied, 110 S.Ct. 154 (1989). The term 
"anticipation," in the sense of 35 U.S.C. § 102, has acquired an accepted definition meaning "the 
disclosure in the prior art of a thing substantially identical with the claimed invention." In re 
Schaumann, 572 F.2d 312, 197 USPQ 5 (CCPA 1978). The initial burden of establishing a basis for 
denying patentability to a claimed invention rests upon the examiner. In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988); In re Thorpe, 111 F.2d 695, 227 USPQ 964 (Fed. Cir. 1985); In re 
Piasecki, IAS F.2d 1468, 223 USPQ 785 (Fed. Cir. 1984). To satisfy this burden, therefore, each 
and every element recited by the rejected claims must be shown by the examiner to be disclosed in 
Carosa. It is submitted that, for reasons discussed below, an appropriate basis for anticipation of the 
claims as presently written has not been established. 
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Independent claim 1 as amended now recites, in part, the following: 

a control circuit for defining phase currents for individual 
phases of the motor to generate control signals for energized phase 
windings; and 

a mode selection circuit for detecting a failed phase and 
enabling said control circuit to operate selectively in first and 
second modes of operation when a phase of the motor fails; 
wherein 

in the first mode of operation, control of phase currents for 
phases that remain operational is maintained unmodified; and 

in the second mode of operation, control of the phase 
currents for the phases that remain operational is modified in 
accordance with specified parameters. 

Accordingly, by virtue of the mode selection circuit, when a phase of the motor fails, the 
control circuit can selectively operate in either of two modes. In a first mode, no modification of the 
control of the remaining phase currents is undertaken. In the second mode, modification of the 
remaining phase currents in accordance with one or more parameters is undertaken. As required by 
claim 1, both modes of operation during failure of a phase are available for selection by the mode 
selection circuit, i.e., current phase control capability must be available for both modes of operation. 

The Office Action identifies in Carosa an emergency mode of operation undertaken when a 
switch for one of the phases fails. In that mode, currents in the other phases are switched through a 
neutral wire connected to the junction of the wye configuration. Current amplitudes and phases are 
adjusted to limit the output power level in the remaining two phases to 50% of full rated current. 
This operation would permit an electric vehicle to "limp-home." Carosa does not disclose how the 
phase currents are controlled, other than to state that programming is well known in the art. 

It is respectfully submitted that Carosa does not disclose, or suggest, a second operational 
control mode that may be selected when there is a failure in a motor phase. The "limp-home" 
reduced power level mode referred to in the Office Action and the mode described at column 3 to 
column 4, and quoted in the Office Action, are one and the same. When there is failure, only the 
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emergency mode is undertaken by Carosa. Therefore, claim 1 and its dependent claims are 
distinguishable from Carosa. 

Moreover, Carosa does not disclose additional requirements recited in dependent claims. 
Carosa does not disclose modifying phase current for a remaining phase in accordance with a 
distance between the remaining phase and a failed phase, as required by claims 3, 9 and 17. 
Carosa does not disclose modifying phase current for a remaining phase in accordance with a 
maximum current magnitude at a phase location arranged at a predetermined phase angle with 
respect to a failed phase, as required by claims 4, 10 and 18. Carosa does not disclose 
customizing parameters for phase current modification in accordance with user f s preferences, as 
required by claims 6, 12 and 20. 

Claims 9 and 17 have been rewritten in independent form. Both claims specifically 
require that the control circuit is configured to modify phase current for a remaining operational 
phase in accordance with a phase angle difference between the remaining phase and a failed 
phase. No such teaching or suggestion has been identified in Carosa by the Office Action nor 
found by applicant. 

Claim 8 has been amended to further require that the core element of each phase 
component comprises magnetic material that is separate and magnetically isolated from adjacent 
core elements. This claimed feature, illustrated in Fig. 1 and described in the corresponding 
portion of the specification, is related to the commonly assigned Maslov et al application, 
incorporated by reference at page 4 of the specification. Carosa lacks any such teaching. The 
Maslov application, which was copending when the present application was filed and is assigned 
in common with the present application, is not applicable as a prior art reference under 
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35 U. S. C. § 103(c). It is submitted that claim 8, as presently amended, is patentably 
distinguishable from Carosa. 

Independent claim 14 requires, inter alia, selecting between a first and a second mode of 
operation if a phase of the motor fails wherein in the first mode of operation, phase currents for 
phases that remain operational are maintained unmodified, and in the second mode of operation, 
phase currents for the phases that remain operational are modified in accordance with pre-set 
parameters. Claim 14 has been amended further to recite the failure detecting step and the mode 
operation in accordance with the selection step. As discussed above with respect to claim 1, 
Carosa lacks a teaching of selecting between two modes of operation when a motor phase has 
failed. 

Withdrawal of the rejection of claims 1 through 4, 6 through 10, 12 through 18, 20 and 21 
under 35 U. S. C. § 102(b) as being anticipated by Carosa, therefore, is respectfully solicited. 

Claims 5, 1 1 and 19 have been rejected under 35 U. S. C. § 103(a) as being unpatentable 
over Carosa in view of U.S. patent 6,677,724 (Kim). Legal precedent is well developed with 
respect to 35 U.S.C. §103. As stated in Graham v. John Deere Co. 383 U.S. 1, 13, 148 USPQ 459, 
465 (1966), obviousness under 35 U.S.C. §103 must be determined by considering (1) the scope and 
content of the prior art; (2) ascertaining the differences between the prior art and the claims in issue; 
and (3) resolving the level of ordinary skill in the pertinent art. The PTO is thus charged with the 
initial burden of identifying a source in the applied prior art for: (1) claim features; and (2) the 
realistic requisite motivation for combining applied references to arrive at the claimed invention 
with a reasonable expectation of successfully achieving a specific benefit. Smith Industries Medical 
Systems v. Vital Signs, 183 F.3d 1347, 51 USPQ2d 1415 (Fed. Cir. 1999). This burden is not met if 
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there is no showing that the combination of references would actually meet all the limitations of the 
claims under consideration. 

An Office Action rejection must provide a reason why one having ordinary skill in the art 
would have been led to modify the prior art or to combine prior art references to arrive at the 
claimed invention. Ashland Oil, Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 227 USPQ 
657 (Fed. Cir. 1985); In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988); Stratoflex, Inc. v. 
Aeroquip Corp., 713 F.2d 1530, 218 USPQ 871 (Fed. Cir. 1983); In re Warner, 379 F.2d 1011, 154 
USPQ 173 (CCPA 1967). The examiner should recognize that even if the prior art could be 
modified so as to result in the combination defined by the claims the modification would not have 
been obvious unless the prior art suggested the desirability of the modification. In re Deminski, 796 
F.2d 436, 230 USPQ 313 (Fed. Cir. 1986). In the absence of such a prior art suggestion for 
modification of the references, the basis of the rejection is no more than inappropriate hindsight 
reconstruction using appellant's claims as a guide. In re Warner, 379 F.2d 1011, 154 USPQ 173 
(CCPA 1967). 

What may or may not be known in general does not establish the requisite realistic 
motivation to support the ultimate legal conclusion of obviousness under 35 U.S.C. §103. In re 
Deuel, 51 F.3d 1552, 34 USPQ2d 1210 (Fed. Cir. 1995). The requisite motivation is not an abstract 
concept, but must stem from the applied prior art as a whole and have realistically impelled one 
having ordinary skill in the art, at the time the invention was made, to modify a reference in a 
specific manner to arrive at a specifically claimed invention with a reasonable expectation of 
achieving a specific benefit. In re Newell, 891 F.2d 899, 13 USPQ2d 1248 (Fed. Cir. 1989). It is 
submitted that the prior art does not meet these criteria for any of the claims under rejection. The 
question is not what one having ordinary skill in the art could or could not do, but: why would one 
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having ordinary skill in the art have been realistically impelled to deviate from the express teachings 

of the prior art to arrive at the claimed invention? Gentry Gallery v. Berkline, 134 F.3d 1473, 45 

USPQ2d 1498 (Fed. Cir. 1998); In re Fritch, 972 F.2d 1260, 23 USPQ2d 1780 (Fed. Cir. 1992). 

Claims 5, 1 1 and 19 are dependent claims that contain the following requirement: 

wherein phase current for a remaining phase is modified in 
accordance with a minimum current magnitude at a phase angle 
shifted by 90 degrees with respect to the phase location of the 
maximum current magnitude. 

Claim 5 is dependent from claim 1, and thus requires the selective operation of either of the 
two modes of operation during a failed phase condition. As neither Carosa nor Kim teach such 
feature, claim 5 is patentably distinguishable for the same reason as parent claim 1 . Claim 1 1 is 
dependent from claim 9 and requires that the control circuit is configured to modify phase current 
for a remaining operational phase in accordance with a phase angle difference between the 
remaining phase and a failed phase. As neither Carosa nor Kim teach this feature, claim 1 1 is 
patentably distinguishable for the same reason as parent claim 9. Claim 19 is dependent from claim 
17 and further requires that phase current for a remaining operational phase is modified in 
accordance with a minimum current magnitude at a phase angle shifted by 90 degrees with respect 
to the phase location of the maximum current magnitude. 

With respect to the express recitation of claims 5,11 and 19 quoted above, it is urged that 
these claims are further patentably distinguishable. The Office Action has relied upon figures 3A- 
3C and 4A-4C of Carosa as a teaching of phase current control of the motor during the emergency 
mode and concludes that the Kim disclosure of a 90 degree phase shift to reduce ripple would have 
led the artisan to provide a 90 degree phase shift in Carosa's emergency control mode. Issue is 
respectfully taken with this position for the following reasons. The only illustrated figures in Carosa 
are Figs. 1 and 2. There is no phase current control shown in figures 3 A-3C and 4A-4C, nor 
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description of such control present in the specification. Moreover, the Office Action has not 
established that a person of ordinary skill in the art would have found the Kim system applicable to 
the neutral wire control of Carosa, let alone have been compelled to make the modification of 
Carosa broadly suggested in the Office Action. The Office Action is silent as to how the Examiner 
proposes to specifically change the control of Carosa or to provide any justification that the two 
references are compatible to effect such modification. 

Withdrawal of the rejection of claims 5, 11 and 19 under 35 U. S. C. § 103(a) as being 
unpatentable over Carosa in view of Kim, therefore, is respectfully solicited. 

New claim 22 is dependent from claim 9 and recites the modified current amplitude 
relationship described in specification paragraphs [0039] - [0041] and Fig. 4. New claim 23 is 
dependent from claim 1 and further requires that the mode selection circuit is pre- programmed by a 
user to select one of the first and second modes during a phase fault condition. This subject matter 
is disclosed, for example, at paragraph [0034] of the specification. It is submitted that the 
requirements of claims 22 and 23 are disclosed by the prior art and that claims 22 and 23, therefore, 
are allowable. 

Withdrawal of the rejections and allowance of the application are respectfully solicited. To 
the extent necessary, a petition for an extension of time under 37 C.F.R. 1 .136 is hereby made. 



WDC99 1055229-1.057357.0044 



15 



No.: 10/678,133 

Please charge any shortage in fees due in connection with the filing of this paper, including 
extension of time fees, to Deposit Account 50041 7 and please credit any excess fees to such deposit 



600 13 ,n Street, N.W. 
Washington, DC 20005-3096 
202.756.8000 GZR:lnm 
Facsimile: 202.756.8087 
Date: March 17, 2005 



account. 



Respectfully submitted, 



MCDERMOTT WILL & EMERY LLP 




Gene Z. Rubinson 
Registration No. 33,351 
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